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Application No. 

09/335,032 



Examiner 

James Martinell 



Applicant(s) 

VELCULESCU ET AL 



Art Unit 

1631 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on 13 May 2002 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 32-37,43 and 44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 32-37, 43, and 44 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) E] Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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Art Unit: 1631 

The Art Unit location of your application in the USPTO has changed. To aid in correlating any 
papers for this application, all further correspondence regarding this application should be directed to Art 
Unit 1631. 

The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

Claims 32-37, 43, and 44 are rejected under 35 U.S.C. 101 because the claimed invention lacks 
patentable utility. This rejection is repeated for reasons already of record (e.g., Office action mailed 
June 11, 2001, page 2). Applicants' arguments (paper no. 2, pages 2-3) are not persuasive because 
applicants have not shown that all of the probes that are embraced by the claims are differentially 
expressed during the cell cycle. First, the application does not disclose that each of the NORFs identified 
by the SAGE tags mentioned in the claims is indeed differentially expressed during the cell cycle. Indeed, 
the paragraph bridging pages 6-7 of the instant application identifies only a handful of NORFs that are 
differentially expressed during the cell cycle. Second, even if each of the SAGE tags mentioned in the 
claims uniquely identifies a NORF that is differentially expressed during the cell cycle it does not 
necessarily follow that each of the 14-mers contained in each of the so-identified NORFs is found only in 
DNAs that are differentially expressed during the cell cycle. 

Claims 32-37, 43, and 44 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 



(a) The recitation of "wherein the open reading frame is identified by a SAGE tag" 
(claims 32 and 34) is vague and indefinite because the claims do not mention 
just which NORFs are identified by which SAGE tags. It is burdensome and 
confusing for one of skill in the art to hunt throughout the application to attempt 
to match each of the SAGE tags to the NORFs. 



Claims 32-37, 43, and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goffeau et al (Science 2744: 546 (1996)) in view of Velculescu et al (Science 270: 484 (1995)). This 

n335032d 



Application/Control Number: 09/335,032 



Page 3 



Art Unit: 1631 

rejection is repeated for reasons already of record {e.g., Office action mailed January 10, 2001, page 7 
and Office action mailed June 11, 2001), page 3). Applicants' arguments (paper no. 12, pages 4-6) are 
not convincing because the motivation for an invention and the functioning of a composition in an 
obviousness rejection do not need to be the same as the motivation for applicants and the function 
disclosed but not claimed in an application. Thus, the broad motivation of analysis of Saccharomyces 
DNA is sufficient to establish obviousness under 35 U.S.C. § 103(a). 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (703) 308-0296. The fax phone number for 
Examiner Martineli's desktop workstation is (703) 746-5162. The examiner works a flexible schedule and 
can be reached by phone and voice mail. Alternatively, a request for a return telephone call may be e- 
mailed to iames.martinell@uspto.aov . Since e-mail communications may not be secure, it is suggested 
that information in such requests be limited to name, phone number, and the best time to return the call. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Woodward, can be reached on (703) 305-4028. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 



PRIMARY EXAMINER 
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